DECISION OF THE REGISTRAR OF TRADEMARKS

IN THE MATTER OF: TRADE MARK APPLICATION NO. 1833/2019
‘ULTRA X-PRESSION’ IN CLASS 26 IN THE
NAME OF HAIR CREDENTIALS ZAMBIA
LIMITED

IN THE MATTER OF: OPPOSITION TO REGISTRATION PURSUANT
SECTION 23 OF THE TRADE MARKS, ACT
CHAPTER 401 OF THE LAWS OF ZAMBIA.

BETWEEN

SOLPIA GROUP INCORPORATED OPPONENT

AND

HAIR CREDENTIALS ZAMBIA LIMITED APPLICANT

Before Mr. Benson Mpalo : Registrar of Trademarks

For the Opponent: Mr. J. Chileshe and Mr. N. Silwamba of Messrs Eric
Silwamba, Jalasi & Linyama Legal Practitioners

For the Applicant: Mr. Isaac Nonde of Isaac & Partners
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CASES REFERRED TO:

1.

2

&

6.

Britannia Industries Limited v Britania Products Zambia Limited
(2020) [Decision of the Registrar)

DH Brothers Industries (Pty) Limited v Olivine Industries (Pty) Limited
(2012 ZMSC 17)

Hotel Cipriani SRL v Cipriani (Grosvenor Street) [2008] EWHC 3032 Ch
the UK

Trade Kings Limited v Unilever and Others (2002) ZMSC 9

N.R. Investments Limited v Tiger Foods Brands Intellectual

Property Holdings Company (PTY) 20 12/HPC/0373

Zambia Sugar Plc V. Fellow Nanzala SCZ Appeal No. 82/2001

2

INTERNATIONAL CONVENTIONS REFERRED TO:

1.
2.

Paris Convention for the Protection of Industrial Property 1883
The Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPS)
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1. This is a matter in which Hair Credentials Zambia Limited (hereinafter
called the ‘Applicant’) of Plot No. 7461, Corner of Nchoncho & Washama

Roads, off Lumumba Road, Lusaka, Zambia, lodged an application for
registration of trade mark number 1833/2019 ‘ULTRA X-PRESSION &
LABEL’ (hereinafter called ‘the Applicant’s mark’), in class 26 in respect
of: Lace and embroidery, ribbons and braid; buttons, hooks and eyes, pins
and needles; artificial flowers. The application was examined, accepted
and published in the Zambia Industrial Property Journal of 25th
December 2020 at page 575.

2. On the 23rd of February 2021 Solpia Group Incorporation (hereinafter
called the ‘the Opponent’) of C/O M/S Worldwide Formations, P.O Box
33964, Dubali, United Arab Emirates, filed a Notice of Opposition to
registration of the Applicant’s mark.

GROUNDS OF OPPOSITION

3. In its Notice of Opposition, the Opponent averred that it is the sole and
lawful proprietor in several countries of the world of the trademark X-
‘PRESSION (hereinafter called ‘the Opponent’s mark’) which was duly
registered in Nigeria in the name of Linda Manufacturing Company
Limited, in class 26 in respect of weave on and hair attachment products.
The Opponent stated that the trademark was assigned to Solpia Group
Incorporated and is also registered with the Africa Intellectual Property
Organisation (ARIPO) in class 26, designating Botswana, Liberia,

Namibia, Tanzania and Uganda.

4. The Opponent contends that the Applicant’s mark ULTRA X-PRESSION’
bears a striking resemblance and is confusingly similar to the Opponent’s
X-‘PRESSION trademark and is sought to be registered in class 26 for

goods which are of the same description as that of the Opponent.
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5. The Opponent therefore relies on the following grounds of opposition:

(a) That the registration of the Applicant’s mark will contravene the
provisions of section 16 of the Trade Marks Act, Chapter 401 of the

Laws of Zambia.
(b) That the Applicant’s mark was applied for in bad faith having
deliberately copied from that of the Opponent’s trademark.

Relief Sought

6. The Opponent respectfully requests that the Applicant’s application be

refused registration with costs.

COUNTERSTATEMENT

7. The Applicant filed a counterstatement on the 30w of April 2021. From
the onset, the Applicant contended that the Opponent is not entitled to
oppose registration of the Applicant’s mark in Zambia as the said trade
mark is and has at all material times been subsisting and registered in
the name of Stripes (Zambia) Limited in class 26 under number
466/2005 as of 14t July, 2005. It was further argued that as the
Opponent’s foreign trade mark is not registered in Zambia, the Opponent

cannot seek protection under the Trade Marks Act.

8. The Applicant denies that its trade application was filed in bad faith,
arguing that the trade mark ULTRA X-PRESSION is already being used
and is registered in the name of the Applicant’s sister company, Strategic
Industries Limited, in Kenya in class 26 as of 10w April, 2008. The
Applicant further denies that the Opponent’s foreign trade mark upon
which the Opponent relies, has any sufficient reputation in Zambia as
the trade mark is already registered to a different company.
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9. The Applicant asserted that its trade mark ULTRA X-PRESSION is, in any
event, neither identical nor similar to the Opponent’s foreign trade mark

X-PRESSION as any likelihood of confusion or deception to the'public is
prevented by the distinctive word ‘ULTRA’ and the noticeably different

logos that the trademarks are identified by.

10. The Applicant denies that the Opponent is entitled to any of the reliefs
sought in its notice of opposition and requests that its trade mark
application be granted registration with costs as the Opponent’s Notice of
Opposition is frivolous, embarrassing and aimed at discrediting the

Applicant’s application without proper justification.

11. Lastly, relying on Regulation 56 of the Trade Marks Regulations, the
Applicant requested the Registrar to exercise his discretion to give
security for costs as the Opponent has confirmed in its notice of

opposition that it neither resides nor carries on business in Zambia.

OPPONENT’S EVIDENCE

12. The Opponent filed its evidence by way Affidavit, sworn by one Prince
Azubuike Onyekwelu in his capacity as Company Secretaf"y of the

Opponent company.

13.1t was Mr Onyekwelu’s evidence that the Opponent’s trademark “X-
PRESSION” was first registered and protected in Nigeria in the name of
Linda Manufacturing Company Limited on 27t June 2003 and the
certificate of registration was issued on 16th May 2006. A copy of the
certificate of registration was exhibited, marked “PAO2”. That the said
trade mark was assigned to the Opponent, Solpia Group Incorpérated on
the 16t of December 2015 and a copy of the certificate of aséignment
was exhibited marked “PAO3”. Further, that the Opponent registered

the trademark X-PRESSION at the African Regional Intellectual Property
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Organisation (ARIPO) where the countries Botswana, Liberia, Namibia,

Tanzania and Uganda were designated. A copy of the ARIPO Certificate of
Registration was exhibited, marked “PAO4”.

14. That the Opponent trades its product in Zambia online and has a strong

presence as shown by the following links:

https:/ /www.ubuy.com.zm/brnad/ X-pression?g=xpression,

https: / /zambia.desertcart.com/brand/ expressions%QObraiding%Q Ohair

https:/ /www.amazon.com / X-pression-Premium-original-ultra- -
Braid /dp/BO1fEEOCOG

15. That the deponent conducted a search on Google for the name “X-
Pression” and “Ultra X-Pression respectively and noted that the search

result reveals the Opponent’s trademark. Screen shots of the search were

exhibited and marked “PAO8” and “PAO9”.

16. That the Opponent’s Advocate, one Jonathan Chileshe of Messrs Eric
Silwamba, Jalasi and Linyama was instructed to carry out a market
research and found the Opponent’s products in a shop situated in Kamwala
which sells the Opponent’s product. A picture of Mr. Chileshe holding two
products with the Opponent’s trade mark “X-PRESSION” was exhibited and
marked “PAO10”. That Mr. Chileshe took a subsequent photo of the
products which the deponent alleges is very noticeable that the Opponent
has a version of its “X-PRESSION” products called ULTRA BRAID. A picture
of the same products was exhibited, marked “PAO11”.

17. That Linda Manufacturing company Limited, the original proprietor and
the company which assigns and supplies X-pression products, regularly

ships consignments to one Chinedu Dennis Ohaeri in Lusaka, Zambia.
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Commercial invoices by Linda Manufacturing Company Limited were
exhibited, marked “PAO13”.

18. That the Applicant’s mark bears a striking resemblance to the name of
the Opponent’s trademark “X-pression” and product ‘Ultra Braid” as can
be seen by a perusal of the exhibits contained in the Affidavit. Further,
that there is a strong likelihood that the registration of the Applicant’s
mark will cause confusion and deceive the public in Zambia as there is
no difference between the Applicant’s mark and the Opponents well

established trademark.

APPLICANT’S EVIDENCE
19. Under consideration herein is the Applicant’s Further Affidavit in support

of Application and Counterstatement filed on the 18t of July 2022

deposed to by one Milimo Stephen, the Administrative Executive of Hair

Credentials Zambia Limited.

20. Mr. Milimo stated that he saw and read what purported to be an un-
notarised and undated Affidavit in support of opposition in the name of

one Prince Azubuike Onyekelu and opposed to the contents therein.

21. He stated that in Zambia the trade mark X-PRESSION is and has at all
material times been subsisting and registered in Part A of the Register in
the name of STRIPES (ZAMBIA) LIMITED in Class 26 under number
466/2005 as of 14th July, 2005 in respect of hair additions and
attachments, hair pieces, braids, buttons, press buttons, hooks and eyes,
pins and needles and artificial flowers. A copy of the Certificate of
registration for the said trademark was exhibited, marked “MS1”. He
further explained that Stripes Zambia Limited changed its registered
name to Hair Credentials Zambia Limited (the Applicant). Evidence of the
said change was exhibited and marked “MS2”.
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72. Mr. Milimo expounded that the Trademark «X PRESSION’ had been

23.

24.

23,

26.

continuously used since 14w of July 2005. There was produced and

marked as exhibit ¥“MS3” a copy of what was purported to be material in

support of the foregoing.

He argued that in any event, the purported foreign trademark X-
PRESSION by the Opponent is not registered in the Trademarks Register
in Zambia at the Patents and Companies Registration Agency (“PACRA”).
He exhibited, marked “MS4” and “MS5” copies of a lodgement schedule
for General Search of Records and a PACRA print out relating to the

Trademark No. 466/2005 “X-PRESSION” in class 26 to show validity of
the said ttrademark

Mr. Milimo stated that he was reliably informed by the Applicant’s
Advocates, Messrs. Isaac and Partners, believing the same to be true,
that the Opponent is precluded from invoking a priority claim of their
foreign trademark X-PRESSION in Zambia as the Opponent had not

shown that it complied with the provisions of the Trade Marks Act prior

to filing its opposition.

Mr. Milimo further asserted that the Applicant’s application is neither a
deliberate attempt by the Applicant to copy the Opponent’s foreign
trademark nor an attempt to associate itself with the Opponent’s
purported goodwill and reputation attached to its foreign trademark as
the Applicant’s application for the proposed trademark is adapted to

distinguish, when the two trademarks are compared as a whole.

In addition, the deponent stated that he was reliably informed by the
Applicant’s Advocates, that the Applicant’s trademark is already being
used and is registered in the name of the Applicant’s sister company,

Strategic Industries Limited, in Kenya, in Class 26 under trademark
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217.

29,

30.

number 63032 as of 10t April 2008. A Certificate of Registration for the

said trademark in Kenya was exhibited, marked “MS6”.

He contended that the Opponent’s opposition was a mere attempt to
blemish the Applicant’s already existing trademark which the Applicant
has been continuously using since its inception in 2015 and that the
Opponent further aimed to misguide the majority of the general public in
Zambia and other consumers over the quality of the Applicant’s products

under its already existing trademark.

. Mr. Milimo further explained that on the 1st of November 2021, Strategic

Industries Limited transferred its Intellectual Property rights in its
various assets to Style Industries Limited. A copy of what purports to be
the IP Transfer and License Agreement was exhibited and marked
“MS6”. That Style Industries Limited and the Applicant are part of a
Group of Companies belonging to Godrej Consumer Products Limited
(Company registration No. L24246MH2000PLC129806), a company duly
registered and having its registered address in the Republic of India. Mr.
Milimo exhibited a list of subsidiaries of the said Godrej Consumer
Products Limited marked “MS7”.

He contended that the opposed application was not filed in bad faith as
the Applicant has demonstrated that it had already used the trademark
before in Kenya through its sister company as far back as 10t April,
2008. That in any event, the Applicant’s mark is neither identical nor
similar to the Opponent’s foreign trademark, and that any likelihood of
confusion or deception to the public would be prevented by the
distinctive word “ULTRA” and the noticeable different logos that the

trademarks are identified by.

Further, Mr. Milimo argued that the foreign trademark X-PRESSION upon

which the Opponent relies in this application does not have sufficient
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